UNITED STATES DEPARTMENT OF COMMERCE

TH'S OPINION IS Patent and Trademark Office
NOT Cl TABLE Trademark Trial and Appeal Board
AS PRECEDENT OF 2900 Crystal Drive
THE TTAB Arlington, Virginia 22202-3513

Mai | date: April 13, 2004
Qpposition No. 91158477
Par adyne All oys, LLC

V.

General Mdtors Corporation

Bef ore Hanak, Hohein and Walters, Adm nistrative Tradenark
Judges.

By the Board:
Applicant is seeking to register the mark PARAD GM f or
“nmotor, |and vehicle propul sion systens, nanely drive trains, and

structural parts thereof.”?!

As grounds for the opposition,
opposer alleges that applicant’s mark, when used on the
identified goods, so resenbles opposer’s previously used and

regi stered mark PARADYME for “notor vehicle wheels and structural
parts therefor, nanely, rinms, hubs, covers, wheel bearings and

met al fasteners therefore”?

as to be likely to cause confusion,
m stake or to deceive. Qpposer further alleges that, during the
prosecution of applicant’s application, applicant inforned the
Ofice that “the current owner[s]” of referenced application

Serial No. 76141048 (which matured into opposer’s pl eaded

1 Application Serial No. 78040044, filed on December 20, 2000, claining
a bona fide intent to use the mark in comrerce.

> Registration No. 2733788 issued on July 8, 2003 from an application
filed on Cctober 4, 2000. Use anywhere and use in commerce are

cl ai med since August 4, 2000.
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Regi stration No. 2733788) consented to the registration of
applicant’s mark as provided in a submtted redacted Settl enent
Agreenment and Assignments (dated June 13, 2003).3% Opposer

al |l eges that such agreenents are between Autonotive Design &
Conposites, Ltd. (“ADC’) and M chael Van Steenburg, on the one
hand, and applicant, on the other hand; and included assignnents
by which ADC and Steenburg purportedly assigned “.all right,
title and interest in and to the mark PARADIGM rel ating to the
use and registration of the mark by ADC and Steenburg and any
predecessors of either of them together with the goodw || of the
busi ness synbolized by that mark and any regi strations or

n 4

applications for the mark. Opposer al |l eges that ADC and

3 The settlement pertains to litigation between Autonotive Design &
Composites, Ltd. (“ADC') and M chael Van Steenburg as plaintiffs and
CGeneral Motor Corporation (“GM) as defendant. Autonotive Design &
Composites, Ltd. v. General Mtors Corporation, Cvil No. SA-01-CA-
0478-EP in the United States District Court for the Western District
of Texas, San Antonio Division. A copy of the redacted Settl enent
Agreenent submitted during the prosecution of applicant’s application
acconpani es opposer’s conplaint as Exhibit No. 1, with Exhibit A
thereto being a copy of the assignment of Serial No. 76141048 (now
Regi stration No. 2733788) from Paradynme Alloys, LLC to Autonotive
Design & Conpositions, Ltd., and Exhibit B thereto being a copy of the
assi gnment from Autonotive Design & Conpositions, Ltd. to General
Motors of ADC s application Serial No. 76287906 for the mark PARADI GM
Exhibit No. 2 to opposer’s conplaint is a copy of a prom ssory note
from ADC to opposer and a copy of the settlenment agreenent for
Qpposition No. 124284 between ADC and Paradynme All oys.

“I'n view of the Settl enent Agreenent between ADC and Steenburg, and
GM ADC alleged it had adopted PARADI GM for an “all-plastic vehicle,”
and assigned any such rights in PARADOGMto GV The agreenent further
provi des that ADC retains any ownership it may have in the mark
PARADYME for “notor vehicle wheels and structural parts thereof,
nanely rinms, hubs, covers, wheel bearings and netal fasteners
therefore,” while further recognizing that no Iikelihood of confusion
will arise fromGVMs use of PARADI GM for “power trains or drive trains
for autonobil es” and ADC use of PARADYME for its identified goods.
ADC and Steenburg further consented to GMs use and regi stration of
PARADI GM for “autonotive power trains or drive trains.”
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St eenburg were not the owners of the mark at the tine the
Settl enment Agreenent and the Assignnments were executed because
previously, on June 3, 2002, opposer executed a conditional
assignnment to ADC, and ownership of the PARADYME mark reverted
back to opposer for failure of the conditions being net.

In lieu of an answer, applicant filed, on Decenber 22, 2003,
a notion to dismss the opposition for failure to state a claim
upon which relief may be granted. |In its notion, applicant
references the agreenent attached to the notice of opposition.
Qpposer filed a response in which it submtted additional
materials. Applicant replied thereto, acknow edging that the
Board may need to review the rel evant contracts, which, according
to applicant, denonstrate that there are no disputed issues of
fact, and the opposition should be dism ssed with prejudice.

If, on a notion to dismss pursuant to Fed. R Cv. P.
12(b)(6), matters outside the pleadings are submtted and not
excl uded by the Board, the notion will be treated as a notion for
summary judgnent under Fed. R Civ. P. 56. [Inasnuch as matters
out si de the pl eadi ngs have been submtted by opposer for
consi deration, and applicant has indicated that the Board may
need to review the subm ssions, applicant’s notion wll be
treated as one for sumrmary judgnent.

In support of its notion, applicant argues that opposer does
not have any right, title and interest in the mark PARADYME, or
to the federal registration for the mark PARADYME, because it

sold its rights therein to ADC, and sinply received back a
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license to use the mark. Thus, applicant contends, opposer does
not have standing to bring this opposition. According to
appl i cant, subsequent to publication of opposer’s then pending
application Serial No. 76141087 (now Registration No. 2733788),
ADC filed an opposition to the registration of opposer’s nark;
and the parties settled with opposer assigning the PARADYME mark,
application, and attendant goodwill to ADC.°> Applicant
sumari zes the terns of the agreenent between opposer and ADC,
executed on June 4, 2002, as including a paynent to opposer of
$30, 000 upon execution of the Settlenent Agreenment; a paynent of
$33, 000 due within 30 days of the execution of the Settl enent
Agreenent; and the execution of a pronmi ssory note for $162, 000
from ADC to opposer which states that it is “.to be paid in ful
on the earlier of (1) May 31, 2004, or (2) the recovery of
damages from General Mtors Corporation..” It is applicant’s
position that the mark reverts back to opposer only if ADC does
not pay the note under the terns set out; and nothing is yet due
under the note because ADC has not recovered any danmages from
General Mdtors Corporation, and the prom ssory note due date of
May 31, 2004 has not yet arrived.

Appl i cant explains that it was involved in litigation with
ADC over applicant’s use of its own PARADI GM nark; that it

entered into a Settlenent Agreenent with ADC, executed June 19,

> The Board notes that O fice assignnment records show that the

assi gnnment from Paradyne Alloys to ADC was recorded on June 6 and June
4, 2002 for the entire interest and goodw || at Reels 2534, 2537 and
Franmes 0214, 0457.
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2003, by which ADC assigned all rights, title and interest to
applicant in and to the PARADI GM mark for notor vehicles; that
ADC agreed that use by applicant of its PARADIGM mark i s not
likely to cause confusion with ADC s use of its PARADYME narKk;
and that ADC consented to applicant’s use and registration of
applicant’s PARADI GM mark. Applicant further explains that ADC
did not receive damages from applicant that would trigger
provision (2) of the prom ssory note. Applicant contends that
ADC is the rightful owner of the mark and registration pleaded by
opposer, and was the rightful owner at the tinme ADC and appli cant
entered into their Settlenment Agreenent. Applicant argues that,
even if the mark and registration revert back to opposer on My
31, 2004, opposer is bound by any of ADC s agreenents entered
into between June 4, 2002 and May 31, 2004 because ADC was the
| egal owner during this tinme period.

I n response, opposer asserts it is the registrant of U S
Regi stration No. 2733788 for the mark PARADYME. According to
opposer, its June 4, 2002 agreenent with ADC required (1) a
paynment from ADC of $30, 000 upon execution; (2) a paynent from
ADC of $33,000 within 30 days of execution; (3) a prom ssory note
fromADC in the anount of $162, 000 payable to opposer the earlier
of (a) May 31, 2004 or (b) the recovery of damages in the | awsuit
bet ween ADC and GV and (4) an exclusive license fromADC to
opposer for the mark PARADYME for “notor vehicle and structural
parts therefore, nanely, rins, hubs, covers, wheel bearings and

netal fasteners therefore.” (Qpposer argues that, under the
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Settl ement Agreenent, ADC s ownership of the mark was conditioned
upon the happening of certain events; and that ADC forfeited its
ownershi p of the PARADYME mark when it did not make the $33, 000
paynment, due within 30 days of execution of the agreenent,
because opposer retained a reversionary interest in the mark.
Qpposer argues that it notified ADC of the default on several
occasi ons. (Qpposer contends that, at the tinme of settlenent
bet ween ADC and GM ADC was not the owner of the mark and, thus,
the assignnment fromADC to GMis invalid. Opposer additionally
contends that it is not bound by any agreenment nade by ADC after
ADC breached the agreenent.

Qpposer’ s response i s acconpani ed by copies of the follow ng
docunent s:

1) the affidavit of Mchael J. Anderson, nmanaging
menber of opposer, stating that he notified ADC
and its attorneys on several occasions that ADC
was in default of the Settlenent Agreenent between
opposer and ADC for ADC s failure to nake the
second paynent; and further indicating that
opposer was not notified of the June 13, 2003
settl ement between ADC and GMin which ADC
asserted it was the owner of the PARADYME nark;

2) a copy of the June 4, 2002 Settl enment Agreenent
bet ween Autonotive Design & Conposites, Ltd. and
Par adyme Al |l oys, LLC;

3) a copy of the June 4, 2002 assignnent of the
PARADYME mar k and application (Serial No.
76141048) from Paradyne Alloys, LLC to Autonotive
Design & Conposites, Ltd.;

4) a copy of the Prom ssory Note (dated May 31, 2002)
from Aut onoti ve Design & Conposites, Ltd. as naker
to Paradynme Al oys, LLC as payee;

5) a copy of the June 4, 2002 License Agreenent from
Aut onoti ve Design & Conposites, Ltd. to Paradyne
Al l oys, LLC, licensing use of the PARADYME nark
for “notor vehicle wheels and structural parts
t hereof, nanely, rins, hubs, covers, wheel
beari ngs and netal fasteners thereof;” and

6



Qpposition No. 91158477

6) a copy of the June 13, 2003 Settl enent Agreenent
(redacted) between Autonotive Design & Conposites,
Ltd. and M chael Van Steenburg, on the one hand,
and Ceneral Mdtors Corporation, on the other hand.

In reply, applicant clarifies that it did not receive an
assi gnment of the PARADYME nmark from ADC. Applicant expl ains
that three marks are discussed in this controversy: PARADYME
(now Regi stration No. 2733788), originally owned and used by
Par adynme Al |l oys, LLC and assigned to ADC on June 4, 2002;
PARADI GM ( Serial No. 76287906), originally owned and used by ADC
and assigned to GM on June 13, 2003; and PARADH GM ( Seri al No.
78040044), the subject of this opposition, and owned by GM
Applicant contends that ADC s rights to PARADYME were not
condi ti oned on the second ($33,000) paynent, but that ADC
recei ved an assignnent of the entire right, title and interest in
and to the PARADYME mark and application, together with the
goodwi I | of the business synbolized by the mark. Applicant
contends that, under the ternms of the Settl ement Agreenent
bet ween opposer and ADC, the PARADYME nmark reverts back to
opposer only if ADC does not pay the Prom ssory Note, which is
not yet due. Thus, it is applicant’s position that ADC is the
present owner of the PARADYME nmar K.

In this case, we nust first |ook at the docunments invol ved
in the June 4, 2002 transaction between opposer and ADC
concerni ng the PARADYME mark and application. Those docunents
are: the Settlenment Agreenent and acconpanyi ng Assi gnnent of the

PARADYME mar k and application, and acconpanyi ng Li cense

Agreenment; and the Promi ssory Note, dated May 31, 2002.
7
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The June 4, 2002 Settlenment Agreenent is short, being only
two pages, and provides for an assignnment from Paradyne Alloys to
ADC of application Serial No. 76141087 for the mark PARADYME and
the goodw || associated therewith; an exclusive |license from ADC

to Paradynme Alloys to use the PARADYME mark for the identified

6

goods; ® consideration for the assignnent, with a paynent schedul e

set forth; an agreenent to dism ss then pendi ng Opposition No.
124284 between ADC and Paradyne Alloys; and a statenent that the
parties have settled their differences by entering into the

agr eenent .

Appl i cant and opposer dispute the nmeaning of a portion of
Par agraph No. 3 of the June 4, 2002 Settlenent Agreenent. The
| anguage is set forth below, with enphasis added to the portion
in dispute:

3) As consideration for the assignnent, Autonotive
Design shall (a) pay $30,000 to Paradyne Alloys
upon execution of this Settlenent Agreenent, (b)
pay an additional $33,000 within 30 days fromthe
execution of this Settlenent Agreenent, and (c)
execute a note in the anount of $162, 000 payabl e
to Paradyme Alloys in the formindicated in
Exhibit C attached hereto. Al paynents are non-
refundable. |If Autonotive Design does not pay the
note under the terns of called for therein, al
rights to the mark PARADYME shall revert to
Par adyne Al l oys.

® The assignnment of the PARADYME mark and application from Paradyne

Alloys to ADC assigns “...the entire right, title and interest in, to
and under the said trademarks(s)..” and includes *...the goodwi Il of the
busi ness synbol i zed by the trademark(s)...” As noted at Footnote No.

5, supra, said assignnment was recorded with the Ofice. The License
Agr eenment between ADC and Paradyne All oys recogni zes ADC as the owner
of the PARADYME nark and application (as well as a PARADI GM mark and
application) and grants Paradynme Alloys “...a fully paid-up, exclusive
non-transferable |license ...to use the mark PARADYME... for the
identified goods.
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The Prom ssory Note indicates that the principal anpunt
($162,000) is “...to be paid in full on the earlier of (1) My 31,
2003, or (2) the recovery of danages from General Mdtors
Corporation in a suit styled Autonotive Design & Conposites, Ltd.
v. General Mtors Corporation, U S. District Court, Western
District of Texas, Civil Action No. SA01CA0478EP.” The Note
further provides, in part, as follows:

| f Maker defaults in the paynent of this note or in the

performance of any obligation in any instrunent securing or

collateral to it, and the default continues after the Payee
gi ves Maker notice of the default and the time within which
it must be cured, as may be required by law or by witten
agreenent, then Payee may declare the unpaid principal

bal ance on this note immedi ately due. Maker and each

surety, endorser and guarantor waive all denmands for

paynment, presentations for paynent, notices of intention to
accelerate maturity, notices of acceleration of maturity,
protest, and notices of protest, to the extent permtted by
| aw. (Enphasi s added.)

It is applicant’s position that the enphasized portions of
the Settl enent Agreenent and the Prom ssory Note prove that ADC
is the present owner of the PARADYME mark, and was the owner at
the tinme of settlement of the civil action between ADC and GM
More particularly, according to applicant, there has been no
reversion of the PARADYME nark back to Paradynme Alloys because
the note is not yet due under its terns.

Qpposer argues that the enphasized portion of the prom ssory
not e denonstrates that reversion of the PARADYME mark has
occurred, and had occurred prior to the settlenent between ADC
and GM because the second paynment of $33,000 was an obligation

on the paynent of the note on which ADC defaul t ed.
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In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Cv. P. 56. A genuine dispute with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Great American Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). Thus,
all doubts as to whether any particular factual issues are
genuinely in dispute nust be resolved in the |ight nost favorable
to the non-noving party. See O de Tyne Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ 1542 (Fed. Cir. 1992).

After careful consideration of the Settlenent Agreenent and
Prom ssory Note between Paradyne All oys (opposer herein) and ADC,
we find that applicant has net its burden on summary judgnent of
establishing that no genuine issues of material fact exist, and
t hat opposer is not the owner of the pleaded PARADYME mark and
regi stration. Despite opposer’s argunents to the contrary, the
record is devoid of any evidence which raises a genuine issue of
material fact as to whether the terns of the Settl enent Agreenent
and Prom ssory Note are anbi guous, and whether there yet has been
a breach by ADC which resulted in reversion to opposer of the
PARADYME mar k.

In interpreting contracts, “unless a different intention is
mani f ested, ...where | anguage has a generally prevailing neaning,
it is interpreted in accordance with that neaning.” See

10
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Rest at enent (Second) of Contracts 8§ 202(3)(a) (1981). Thus, the

interpretation of an agreenent nust be based, not on the
subjective intention of the parties, but on the objective words
of their agreenent. See Novanedi x Ltd. v. NDM Acqui sition Corp.,
166 F.3d 1177, 1180, 49 USPQRd 1613, 1616 (Fed. Cir. 1999).°

Par agraph No. 3 of the Settl enent Agreenent between ADC and
Paradyne Alloys calls for two nonetary paynents and the execution
of a Prom ssory Note. The condition for reversion of the
PARADYME mark to Paradynme Alloys is triggered if ADC does not pay
the note under the terns called for therein (enphasis added).
“Therein” refers to the terns set out in the note. Thus, we nust
| ook at the ternms of the note to ascertain what is called for and
when a breach has occurred resulting in reversion of the PARADYME
mark to Paradynme All oys.

May 31, 2004, has not yet arrived and ADC did not recover
damages from GM when their suit was settled. Thus, the potenti al
due dates for the $162,000 note as described at provisions (1)
and (2) of the Prom ssory Note have not occurred. The second
payment of $33,000 is not identified as a paynent in the
Prom ssory Note, or an obligation securing the note, or
collateral to the note, such that ADC, as Maker of the note,

defaulted “in the paynent of this note or in the performance of

" The Settlenent Agreenent between ADC and Paradynme Alloys does not
have a forum cl ause. However, both M chigan and Texas, the states
where the parties executed their agreenent, interpret contracts under
the plain neaning rule. See Aiver v. Rogers, 976 S.W2d 792, 803
(Tex. Ct. App. 1998); and M chigan Nat'l Bank v. Laskowski, 580 N W2d 8,
10 (M ch. Ct. App. 1998).
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any obligation in any instrument securing or collateral to it..”
(Enmphasi s added.)

Thus, the reversion clause of Paragraph No. 3 of the June 4,
2002 Settlenment Agreenent between ADC and Paradyne Alloys has not
been triggered, and ADC is the present owner of the PARADYME nark
as provided for in the June 4, 2002 Settl enment Agreenent and
acconpanyi ng assi gnnent.

In order to prevail in an opposition, a plaintiff nust
pl ead, and ultimately prove, not only its standing, but also a
ground for opposition or cancellation. |If one of the necessary
el enments of the plaintiff's pleaded grounds for opposition is
plaintiff's ownership of a proprietary right in a mark which is
the same as, or simlar to, the defendant's mark, then the
plaintiff nust plead, and ultimately prove, its proprietary
right, in order to establish its grounds for opposition. See
Kelly Services Inc. v. Geene's Tenporaries Inc., 25 USPQ2d 1460
(TTAB 1992).

| nasnmuch as there are no genuine issues of material fact,
and opposer is not the owner of the pleaded mark and
regi stration, opposer cannot claimthe proprietary interest
requisite for its pleaded grounds of priority, likelihood of
confusion, m stake or deceit and, thus, has not pleaded
sufficient facts which, if proven, would all ow opposer to obtain
the relief it seeks.

Accordingly, applicant’s notion for summary judgnent is
granted, and the opposition is dism ssed with prejudice.
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